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DETAILED ACTION 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on April 
27, 2005 has been entered. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi % 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1 .321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 63, 64, 65 and 100 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 17, 18, 19 and 1 
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of U.S. Patent No. 5,789,184. An obviousness-type double patenting rejection is 
appropriate where the conflicting claims are not identical, but an examined application 
claim is not patentably distinct from the reference claim(s) because the examined claim 
is either anticipated by, or would have been obvious over, the reference claim(s). See, 
e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993), In re Long/, 759 F.2d 887, 224 USPQ 
645 (Fed. Cir. 1985). Although the conflicting claims are not identical, they are not 
patentably distinct from each other because claim 100 is generic to all that is recited in 
claim 1 of U.S. Patent No. 5,789,184. That is, claim 1 of U.S. Patent No 5,789,184 falls 
entirely within the scope of claim 100, or in other words, claim 100 is anticipated by 
claim 1 of U.S. Patent No. 5,789,184. Specifically, a yeast cell having a pheromone 
system comprising a surrogate of claim 100 in the instant application includes the 
surrogate being a kinase of claim 1 of U.S. Patent No. 5,789,184. Claim 100 also 
includes an agonist/antagonist for the surrogate receptor. Although claim 1 does not 
specifically recite the terms "agonist" and "antagonist" it would be obvious to use an 
agonist or antagonist in those claims based upon the definition of a "modulator" set forth 
in U.S. Patent No. 5,789,184. Claims 63-65 are dependent on claim 100 in the instant 
application and have the exact same language as claims 17-19 in U.S. Patent No. 
5,789,184, except for some redundant language added to the end of claim 63 in the 
instant application. Also, again, claims 63-65 depend from claim 100 in the instant 
application, and claims 17-19 depend from claim 1 in U.S. Patent No. 5,789,184. 
Therefore, claims 17-19 of U.S. Patent No 5,789,184 fall entirely within the scope of 
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claims 63-65, or in other words, claims 63-65 are anticipated by claims 17-19 of U.S. 
Patent No. 5,789,184. 

Claims 66 and 77-93 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 20 and 29-45 of 
U.S. Patent No. 5,789,184. 

Although the conflicting claims are not identical, they are not patentably distinct 
from each other because of the following reasons: 

1 . Claims 77-84 are directed to recombinant yeast cells, claims 29-36 of U.S. Patent 
No. 5,789,184, claims are also directed to recombinant yeast cells. Specifically, claim 
29 of U.S. Patent No. 5,789,184 comprises recombinant yeast cells which comprise a 
pheromone system with an expressible gene construct encoding a kinase and an 
expressible gene construct encoding a signal sequence for secretion into the 
periplasmic space and modulation of the pheromone system provides the detectable 
signal. Claim 77 also comprises recombinant yeast cells which comprise a pheromone 
system with an expressible gene construct encoding a surrogate and an expressible 
gene construct encoding a signal sequence for secretion into the periplasmic space and 
modulation of the pheromone system provides the detectable signal. Claim 77 which 
depends on claim 100 also includes an agonist/antagonist for the surrogate receptor. 
Although claim 29 does not specifically recite the terms "agonist" and "antagonist" it 
would be obvious to use an agonist or antagonist in those claims based upon the 
definition of a "modulator" set forth in U.S. Patent No. 5,789,184. 
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2. The rest of the dependent claims, 78-84, of the instant specification set forth in the 
rejection above all comprise limitations that are present in corresponding claims U.S. 
Patent No. 5,789,184. Thus, these claims are also obvious because they all depend 
from a claim that is obvious in view of a claim in U.S. Patent No. 5,789,184. The 
corresponding claims are set forth below: 

(a) Claim 30 of U.S. Patent No. 5,789,184 makes instant claim 78 obvious because it 
recites that the yeast pheromone system is inactivated. 

(b) Claim 31 of U.S. Patent No. 5,789,184 makes instant claim 79 obvious because it 
further indicates that the cell further comprises a marker gene construct contains a 
marker gene in operative linkage with one or more transcriptional regulatory element. 

(c) Claim 32 of U.S. Patent No. 5,789,184 makes instant claim 80 obvious because the 
marker gene encodes a gene product that gives rise to a detectable signal. 

(d) Claim 33 of U.S. Patent No. 5,789,184 makes obvious instant claim 81 because the 
marker gene is HIS3. 

(e) Claim 34 of U.S. Patent No. 5,789,184 makes obvious instant claim 82 because the 
population of heterologous peptides includes at least 10 3 different peptide sequences. 

(f) Claim 35 of U.S. Patent No. 5,789,184 makes obvious instant claim 83 because the 
population of heterologous peptides includes at least 10 7 different peptide sequences. 

(g) Claim 36 of U.S. Patent No. 5,789,184 makes obvious instant claim 84 wherein the 
yeast cell is a Saccharomyces cell. 

As such, claims 77-84 are obvious in light of these claims in U.S. Patent No. 
5,789,184. 
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3. Claims 85-93 are directed to a method of identifying potential effectors of a yeast 
pheromone surrogate, claims 37-45 of U.S. Patent No. 5,789,184 also are directed to a 
method of identifying potential effectors of a yeast pheromone surrogate. Specifically, 
the method of claim 37 of U.S. Patent No. 5,789,184 comprises recombinant yeast cells 
which comprise a pheromone system with an expressible gene construct encoding a 
kinase and an expressible gene construct encoding a heterologous peptide, and 
modulation of the pheromone system provides the detectable signal. It also comprises 
isolating cells which exhibit the detection signal. The method of claim 85 also 
comprises recombinant yeast cells which comprise a pheromone system with an 
expressible gene construct encoding a surrogate and an expressible gene construct 
encoding a heterologous peptide, and modulation of the pheromone system provides 
the detectable signal. It also comprises isolating cells which exhibit the detection signal. 

4. The remaining dependent claims of the instant specification set forth in the rejection 
above (concerning the methods) all comprise limitations that are present in 
corresponding claims of U.S. Patent No. 5,789,184. Thus, these claims are also 
obvious because they all depend from a claim that is obvious in view of a claim in U.S. 
Patent No. 5,789,184. The corresponding claims are set forth below: 

(a) Claim 38 of U.S. Patent No. 5,789,184 makes obvious claim 86 of the instant 
application wherein the yeast pheromone receptor is inactivated. 

(b) Claim 39 of U.S. Patent No. 5,789,184 makes obvious claim 87 of the instant 
application wherein the heterologous peptide includes a signal sequence for secretion 
into the periplasmic space. 
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(c) Claim 40 of U.S. Patent No. 5,789,184 makes obvious claim 88 of the instant 
application because it further indicates that the cell further comprises a marker gene 
construct contains a marker gene in operative linkage with one or more transcriptional 
regulatory element. 

(d) Claim 41 of U.S. Patent No. 5,789,184 makes instant claim 89 obvious because the 
marker gene encodes a gene product that gives rise to a detectable signal. 

(e) Claim 42 of U.S. Patent No. 5,789,184 makes obvious instant claim 90 because the 
marker gene is HIS3. 

(f) Claim 43 of U.S. Patent No. 5,789,184 makes obvious instant claim 91 because the 
population of heterologous peptides includes at least 10 3 different peptide sequences. 

(g) Claim 44 of U.S. Patent No. 5,789,184 makes obvious instant claim 92 because the 
population of heterologous peptides includes at least 10 7 different peptide sequences. 

(h) Claim 45 of U.S. Patent No. 5,789,184 makes obvious instant claim 93 wherein the 
yeast cell is a Sacchammyces cell. 

5. Claim 66 is directed to a method of assaying a peptide library, claim 20 of U.S. 
Patent No. 5,789,184 also is directed to a method of assaying a peptide library. 
Specifically, claim 20 of U.S. Patent No. 5,789,184, dependent on claims 16 and 1, 
comprises a yeast culture comprising a plurality of yeast cells with the limitations of 
claim 1 as described above, which express a surrogate and peptide of the library 
determining whether the pheromone signal pathway is activated or inhibited by the 
peptides. Claim 66, dependent on claims 62 and 100, also comprises a yeast culture 
comprising a plurality of yeast cells with the limitations of claim 100 as described above, 
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which express a surrogate and peptide of the library determining whether the 
pheromone signal pathway is activated or inhibited by the peptides. Claim 66 which 
depends on claim 100 also includes an agonist/antagonist for the surrogate receptor. 
Although claims 20, 16 or 1 do not specifically recite the terms "agonist" and 
"antagonist" it would be obvious to use an agonist or antagonist in those claims based 
upon the definition of a "modulator" set forth in U.S. Patent No. 5,789,184. 

Allowable Subject Matter 

Claims 47, 67, 68, 94, 95, 98, 99,101 and 109 are allowed. 

Claims 44-46, 48-62, 69-76, 96-97 and 102 are objected to as being dependent 
upon a rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michele K. Joike, Ph.D. whose telephone number is 
571-272-5915. The examiner can normally be reached on M-F, 9:00-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Irem Yucel, Ph.D. can be reached on 571-272-0781. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Michele K Joike, Ph.D. 

Examiner 
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